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DETAILED ACTION 

Information Disclosure Statement 

1 . Applicant has submitted over 50 references for the examiner's consideration in 
the Information Disclosure Statements filed May 9, 2007. Of these, numerous 
references, such as US 4,198,313; US 5,304,320; US 5,080,823; and US 5,026,497 do 
not appear particularly pertinent to the instant claims. It is unclear why these were cited 
because they do not appear to be "material to patentability" of the claimed invention (37 
CFR 1.56). 

MPEP 2004, particularly paragraph (13), sets forth guidelines to aid applicants in 

their duty of disclosure. In this section it is stated: 

"It is desirable to avoid submission of long lists of documents if it can be avoided. 
Eliminate clearly irrelevant or marginally pertinent cumulative information. If a long list 
is submitted, highlight those documents, which have been specifically brought to the 
applicant's attention and/or are known to be of most significance. See Penn Yan Boats, 
Inc., v. Sea Lark Boats, Inc., 359 F. Supp. 948, 175 USPQ 260 (S.D. Fla. 1972), affd, 
479 2d 1388, 178 USPQ 577 (5th Cir. 1973), cert, denied 414 U.S. 874 (1974)." 

The examiner requests that applicant provide a list of the 3-5 most pertinent 
references and their relevance to the presently claimed invention. 

2. One of the submitted IDS documents is blank. 

Election/Restrictions 

3. Applicant's election without traverse of Group III in the reply filed on October 27, 
2008 is acknowledged with appreciation. 



Application/Control Number: 10/590,688 Page 3 

Art Unit: 1796 

4. Claims 46-49 are withdrawn from consideration by the examiner as being drawn 
to inventions non-elected without traverse. The remaining claims were searched and 
examined only to the extent that they read on the elected invention. 

5. The restriction requirement is made FINAL. 

Claim Rejections - 35 USC § 103 

6. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

7. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

8. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 1 03(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
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consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

9. Claims 45 and 50-63 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over EP 1 ,193,305 A1 . The reference discloses hydrofluorocarbon refrigerant 
compositions soluble in lubricating oil. Compositions comprising R-32, R-143a, R-125, 
R-134a and mixtures thereof are preferred [0022]. Compositions comprising 80-99.9% 
by weight of a refrigerant selected from Table IV and 20-0.1 % by weight of a solubilizing 
agent selected from Table II and mixtures thereof are disclosed as preferred [0017]. 
See Mixture 4 in Table IV, which comprises 40-60% of R-125; 20-39% of R-143a and 2- 
40% of R-134a. Table II discloses solubilizing agents, and includes butane, isobutane 
and isopentane. The examiner takes the position that the disclosure of "mixtures 
thereof makes it obvious to use combinations of hydrocarbons, in the absence of 
evidence of unexpected properties. This reference differs from the claimed subject 
matter in that it does not disclose a composition which reads on applicant's claims with 
sufficient specificity to constitute anticipation. 

It would have been obvious at the time the invention was made to make such a 
composition, because this reference teaches that all of the ingredients recited by 
applicants are suitable for inclusion in a refrigerant composition. The person of ordinary 
skill in the refrigeration art would expect the recited compositions to have properties 
similar to those compositions which are exemplified, absent a showing to the contrary. 

In the case where the claimed ranges overlap or lie inside ranges disclosed by 
the prior art, a prima facie case of obviousness exists. In re Wertheim, 541 F.2d 257, 
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191 USPQ 90 (CCPA 1976); In re Woodruff, 919 F.2d 1575, 16 USPQ2d 1934 (Fed Cir. 
1990). Regarding flammability and vapor phase data, the examiner takes the position 
that these can be met while working within the teaching of the reference. 

10. Claims 45 and 50-63 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over WO 96/03473 A1 . The reference discloses refrigerant compositions comprising a 
hydrofluorocarbon which may be R-143a; R-125; at least one hydrocarbon; and an 
optional additional hydrofluorocarbon which may be R-134a (abstract). Suitable 
compositions comprise 20-60% by weight of R-143a; 20-60% of R-125; 1-7% of a 
hydrocarbon; and 1-20% by weight of R-134a (p. 4, lines 27+). Suitable hydrocarbons 
include isobutane, butane and isopentane (p. 4, lines 4+). Formulation of zeotropic 
mixtures is disclosed in the reference at p. 6, lines 6+. The examiner takes the position 
that the disclosure of "at least one hydrocarbon" makes it obvious to use combinations 
of hydrocarbons, in the absence of evidence of unexpected properties. This reference 
differs from the claimed subject matter in that it does not disclose a composition which 
reads on applicant's claims with sufficient specificity to constitute anticipation. 

It would have been obvious at the time the invention was made to make such a 
composition, because this reference teaches that all of the ingredients recited by 
applicants are suitable for inclusion in a refrigerant composition. The person of ordinary 
skill in the refrigeration art would expect the recited compositions to have properties 
similar to those compositions which are exemplified, absent a showing to the contrary. 
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In the case where the claimed ranges overlap or lie inside ranges disclosed by 
the prior art, a prima facie case of obviousness exists. In re Wertheim, 541 F.2d 257, 
191 USPQ 90 (CCPA 1976); In re Woodruff, 919 F.2d 1575, 16 USPQ2d 1934 (Fed Cir. 
1990). Regarding flammability and vapor phase data, the examiner takes the position 
that these can be met while working within the teaching of the reference. 

1 1 . Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to the examiner, Dr. John R. Hardee, whose telephone 
number is (571 ) 272-1 31 8. The examiner can normally be reached on Monday through 
Friday from 8:00 until 4:30. In the event that the examiner is not available, his 
supervisor, Mr. Harold Pyon, may be reached at (571) 272-1498. 

The fax phone number for the organization where this application or proceeding 
is assigned is (571) 273-8100. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 

/John R. Hardee/ 
Primary Examiner 
November 12, 2008 
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